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IN TFIE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORETHE TRADEMARK TRIAL AND APPEAL BOARD

CANCELLATION NO. 92061664

RegistrationNo. 85884091

REGISTRANT’S REPLYTO PETITIONER’SOPPOSITIONTO REGISTRANT’S

MOTION TO DISMISS THE CANCELLATION PROCEEDINGFOR FAILURE TO

STATE A CLAIM UNDER RULE 12(B)(6)

RegistrantBBK Pictures,Inc. (“Registrant”or “BBK Picwres”)herebysubmitsthis Reply

to Petitioner’s Opposition to Registrant’s Motionto Dismiss the CancellationProceedingfor

Failure to Statea Claim UnderRule I 2(b)(6) (“BBK’s Motion to Dismiss”), in orderto clarify the

recordwith respectto the factsand timeline of events relevantto Registrant’sMotion to Dismiss.

Registrant respectfullyrequestsdismissal with prejudice of the cancellationpetition filed by

PetitionerBoston Iced Tea Company,Inc. (“Petitioner” or “Boston Iced Tea Company”)on the

ground that Boston Iced Tea Companywaived its right to challengethe registrationat issueby

failing to timely file a counterclaim or separatepetition attacking the same registration in

OppositionNo. 91214191(the “Opposition”), in which this sameregistrationwasassertedagainst

BostonIced TeaCompany. This Reply is basedon the following Memorandum,the completefiles

and recordsof the Opposition,and the completefiles and recordsof this cancellationproceeding.

I. Background

The relevantbackgroundhasbeenset forth in BBK’s Motion to Dismissand is incorporated

hereinby reference.Petitionerfiled this CancellationProceedingon June2, 2015 upongrounds
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that BBK’s BOSTON TEA mark is primarily geographicallydeceptivelymisdescriptiveand that

the Registrantof BBK’s BOSTON TEA mark is not the owner of the mark. On July 21, 2015,

BBK Picturesfiled a Motion to Dismissthe CancellationProceedingon groundsthat the substance

of Petitioner’sPetitionto Cancelhadnot beentimely asserted.On August 11, 2015 Petitionerfiled

its Opposition to Registrant’sMotion to Dismiss the CancellationProceeding,to which BBK

Picturesnow replies.

II. Argument

In its Oppositionto BBK’s Motion to Dismiss,BostonIcedTeaCompanydefendstheuntimely

filing of its Petitionfor Cancellationby arguingit did not havean opportunityto file sucha petition

or counterclaimuntil after BBK Pictures’ trademarkapplicationregisteredon March 17, 2015 and

BBK Pictures assertedits registration in its April 1, 2015 Reply Brief in the Opposition

Proceeding.For the reasonsthat follow, this argumentlacks merit.

A. PetitionerHad Notice that BBK’s Application Servedas the Basis of the Opposition
ProceedingPrior to the Filing of Its Answer.

Petitioner assertsthat BBK Pictures relied on its registration for the first time during the

OppositionProceedingon April 1, 2015 and thereforethat Petitionercould not havehad a basis

for filing its compulsorycounterclaimor Petition to Canceluntil that time. However,Petitioner

has beenon noticeof the basisfor BBK’s Oppositionfrom the time of 88K Pictures’ filing of the

Notice of Opposition.The flAB application form for a Notice of Oppositionrequiresthat the

Opposerclearly identify the “Mark Cited By Opposeras Basis for Opposition.” BBK Pictures

clearly indicatedon its Notice of Oppositioncoversheetthat the mark servingas the basisfor its

Oppositionwas U.S. Application No. 85237182,for the word mark BOSTON TEA. Moreover,

1 SeeOppositionDocket Entry 1, Filed and Fee, coversheet.
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BBK Picturesstatedin the Notice of Oppositionthat the basisof its oppositionwas likelihood of

confusionbetweenits word markBOSTON TEAandPetitioner’slater-filedword anddesignmark

that alsoprominentlyfeaturedthe wording“Boston” and “Tea.”2 Petitionercannotnow reasonably

assertthat it lackednoticeof BBK Pictures’ relianceon its pendingapplicationfor BOSTONTEA

as the basisfor filing a Notice of Oppositionuntil April 1,2015.

B. The TTAB RecognizedBBK Pictures’ Standingto Bring the Oppositionin Reliance
on its Application in May 2014

On May 8, 2014, the TrademarkTrial and Appeal Board issuedan Order in the Opposition

Proceedingin which it madecertaindeterminationsbasedon its review of the pleadings.In its

Order, it denied Petitioner’sattackon the sufficiency of BBK Pictures’ pleadingsby statingthat

“Opposer’sfiling of its trademarkapplication constitutesconstructiveuse [of its trademark],such

thatopposer’sclaim is sufficiently basedupona claim of prior useof an allegedlysimilar mark.”3

Basedon this Order,Petitionerhas had knowledgeof BBK Pictures’ relianceon its word mark

BOSTON TEA for purposesof the Opposition Proceedingfrom at leastas far backas the Board’s

May 2014 order.

C. BBK PicturesAssertedits Registrationas Soon as it was Issuedand Did Not Cause

UndueDelay
Petitionercitesthe fact that BBK Picturescauseddelayin the expeditedscheduleas a basisfor

its untimely counterclaim, howeverthis is an unfair characterizationof the timeline of eventsand

of which party is to be blamed for any delay in theseproceedings.BBK Pictures’ original reply

brief was due onJanuary14, 2015. BBK Picturesdid require delay of depositions,howeverthe

2 SeeOppositionDocket Entry 1, Filed and Fee,at paragraph16 (“The Alleged Mark so resemblesOpposer’s
BOSTON TEA Mark as to be likely, when usedon or in connectionwith the goodsidentified in the Opposed
Application, to cause confusion,to causemistake,or to deceive,and Applicant’s Alleged Mark is therefore
unregisterableunderSection2(d) of the United States TrademarkAct, 15 U.S.C. Section1052(d).”) (emphasis
added).
SeeOppositionDocket Entry 5, Board’s Order Re TelephoneConference,at page3.
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delaywasbasedon valid healthreasonsof its intended30(b)(6)witness.Thedelayrequiredlimited

extensionsof the OppositionProceedingdeadlines,makingBBK Pictures’reply briefdue onApril

1,2015,This amountsto an approximately2.5 month delay in the OppositionProceeding,during

which time Petitionerwason noticethat BBK Pictureswasrelying on its applicationfor BOSTON

TEA in the OppositionProceedingwhich was filed December24, 2013. It is Petitionerwho has

and continuesto causesignificant delay in this matterby waiting more than twenty monthsafter

the time the Notice of Opposition was filed to finally assert grounds for this Cancellation

Proceeding.Petitionerhasprovidedno valid excusefor the untimely filing of its Petitionwithout

notice to the Board.

III. Conclusion

Petitioner Boston Iced Tea Company’s petition for cancellation should be dismissed

becausethe substanceof its petition for cancellationhas not beentimely asserted.Accordingly,

RegistrantBBK Picturesrespectfullyasksthe Board to dismissthis cancellationproceedingwith

prejudice.

RESPECTFULLYSUBMITTED,
GRIESING LAW, LLC,

BY: /Dina Levtes/
Dma Leytes,Esquire.
PA Bar IdentificationNo. 310303
1717 Arch Street,Suite3630
Philadelphia,PA 19103
(215) 618-3720
(215) 814-9049[fax]
cllcvtcsthiariesinulaw.com
‘nnv.uriesinalaw.com

Dated: August 28, 2015
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CERTIFICATE OF SERVICE

I hereby certify that a true and completecopy of the foregoing Registrant’sReply to

Petitioner’sOppositionto Registrant’sMotion to Dismissthe CancellationProceedingfor Failure

to State a Claim under Rule 12(b)(6) has been served thisday, August 28, 2015, on RogerN.

Behle. Jr. Esquire,counselfor PetitionerBoston Iced Tea Company,Inc., via First Class Mail,

postageprepaid,and electronicmail at the following address:

RogerN. Behle,Jr., Esq.
Fohle Bezek Behle& Curtis. LLP

575 Anton Blvd.. #710

CostaMesa,CA 92626
rbehlefoleybezek.com

/Dina Leyles/
Dma Leytes,Esq.
Attorney for Registrant


